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The disclosure is objected to because of the following informalities: Page 1, lines 1-4, 
note that updated status information for parent application S.N. 419047 should be provided (e.g. 
patent number, issue date, etc). Page 3, in the/summary of the invention", should the summary 
be rewritten to reflect the currently claijH^d invention? 

Appropriate correction Jsrequired. 

Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. f 

/ 

( 

In all claims, note that it is unclear whether a "waveguide" properly characterizes the 
claimed invention, especially since the body of claim 1 appears to define a "microstrip" 
conductor and opposite "ground planes". Clarification is needed. ^ 

In claims 3L 6; note that modifier "generally" rendej^the "parallel" orientation of the 
layers vague and indefinite. 

In claim^; note that the recitation "at least selected ones..." renders the claim vague and 
indefinite since it is unclear what else (i.e. other than "selected ones") is encompassed by the "at 
least" recitation. Clarification is needed. 

In claim 7, note that it is unclear what is intended to be encompassed by the recitation "a 
combination/uiereof'. 



The following claims have been found objectionable for reasons set forth below: 
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In claimj^fourth paragraph, note that -said first and second electrodes- is suggested. 
In claim 2/note that "a dielectric constant" should be rephrased as -the dielectric 
constant- for/consistency of description. 

In claim^,^ should these claims be placed in a proper Markush format? 
In claim 6, note that -of dielectric material- should follow "layers" for consistency of 
description. 

In claim J^^te that -layer of- should follow "first" for consistency of description. 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 6, 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over Barnes. 

Barnes (fig. 1 A) discloses an apparatus having a first dielectric (i.e. BSTO ferroelectric) 
layer or slab (11) whose dielectric constant (€o@) is greater than that of a second dielectric layer 
or slab (14). In other words, the second dielectric constant (€ogl) is less than the first dielectric 
constant ((k>62). First and second electrodes are affixed to a microstrip signal conductor (12) 
and ground conductors (13) on opposite sides of conductor (12). By this arrangement, a 
controllable voltage (Vpc) is applied across first dielectric (1 1) and conductor (12) is dispose 
adjacent an "edge" or surface of dielectrics (11,14). 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103© 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Barnes. 

Although the specific dielectric constant and loss tangent is unspecified by Barnes, those 
of ordinary skill in the art would have found it an obvious optimization of parameters to have 
provided the specific dielectric constant and loss tangent. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. 
Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
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F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 
1970);and, In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .32 1© may be used to 
overcome an actual or provisional rejection based on a nonstatutory double patenting ground 
provided the conflicting application or patent is shown to be commonly owned with this 
application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 

disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 

3.73(b). 1 / 

1 A / 

Claims 1-5 are tarovisionally rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-3, 5, 6, 9 of copending 
Application Noyo8512. Although the conflicting claims are not identical, they are not patentably 
distinct from/each other because aside from the specific apparatus recited in the preamble of the 
claims ofeach application, the remaining structural and functional limitations are otherwise 
identical. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Gruenwald and Terashima pertain to multi-layered ferroelectric apparatuses. 
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Any inquiry concerning this communication should be directed to Benny Lee at telephone 
number (703) 308-4902. 
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